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L. B. Strver Co. v. Feperat Trape ComMMISssION oF AMERICA 
(289 Fed. Rep. 985) 


Circuit Court of Appeals, Sixth Circuit 
February 16, 1923 


Trape-Marks aNp Trape-Names—Uwnrair Competirion—Feperat ‘TRaAve 
ComMMISSION—ADVERTISING OprINioN AS TO BreEp or Hocs—UNFair 
CoMPETITION. 

Where the evidence before the Trade Commission showed an 
honest difference of opinion between experts as to whether the stock 
from which respondent bred its hogs was a separate breed or only 
a different strain of the same breed, a finding that to advertise it as 
a separate breed was false does not establish unfair competition with 

\ breeders of the other breed, since dealers generally are familiar with 

the facts and would not be deceived thereby, and, therefore, the Com- 
missioners order requiring it to desist from making such statements in 
its advertisements will be modified by eliminating that provision. 

Trape-Marks anv TrapE-Names—Uwnrair Competirion—Uwnram Mernops 
or Compretirion—By Wuom DeterMINeED. 

Since Federal Trade Commission Act, § 5, does not define the 
term “unfair methods of competition” thereby prohibited, the defini- 
tion of that term is a question for the ultimate determination of the 
courts. 

Same—Same—Same—Pvusric Poricy as Test or Unrarr Compertrion. 

In determining the meaning of unfair methods of competition, as 
used in the Federal Trade Commission Act, a court must give due 

\ consideration to the public policy declared in the Sherman Anti-Trust 

Act. 


Complaint by the Federal Trade Commission charging the 
j respondent with using unfair methods of competition in interstate 
commerce. On petition by the respondent to revise an order of 


the Commission requiring the former to desist from certain state- 
) ments in its advertisements. Order modified. 
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“In March, 1920, the Federal Trade Commission issued a complaint 
against the L. B. Silver Company, a corporation, charging the respondent 
with using unfair methods of competition in interstate commerce in viola- 
tion of the provisions of Section 5 of the Act of Congress approved Sep- 
tember 26, 1914, creating the Federal Trade Commission. Compiled 
Statutes, § 8836a et seq. 

“The complaint alleged in substance that the respondent had made and 
was continuing to make false representations to the public that it is a 
breeder and shipper of thoroughbred hogs; that the Ohio Improved Chesters 
or famous O. I. C. hogs is a breed of hogs separate and distinct from the 
Chester White hogs and superior thereto; that it advertised Chester White 
hogs for sale at a price less than that for which it would sell O. I. C. 
hogs and would either fill orders for Chester White with inferior animals 
of the hogs bred by it, or notify its customers that it had no Chester 
White hogs; that the O. I. C. hog is not susceptible to cholera, pneumonia, 
and other diseases and possesses a power to repel disease in a degree 
unknown to other breeds; that it had secured greatly reduced express 
rates on livestock and had advertised that two of the O. I. C. breed of 
hogs weighed 2,806 pounds, in such a way as to mislead prospective pur- 
chasers into believing that two O. I. C. hogs weighing that amount were 
then or recently had been in existence. 

“The amended answer alleged in substance that the petitioner is a 
breeder of Ohio Improved Chester White hogs, familiarly known to the 
trade as O. I. C. hogs; that the O. I. C. hogs are a separate and distinct 
breed from the Chester Whites and superior thereto; that since December 
1, 1918, it has voluntarily and permanently discontinued all advertising 
to the effect that it would sell Chester White hogs at a price less than that 
for which it would sell O. I. C. or at any other price and denied that it 
had represented the O. I. C. breed was not susceptible to cholera and other 
diseases, but that it had in good faith represented that it is less sus- 
ceptible to disease than other breeds, but that it would not guarantee its 
hogs to be immune therefrom; that it had never represented that its hogs 
are not subject to pneumonia, but that it did represent that there had 
been no cholera, foot and mouth, or other contagious disease in petitioner's 
locality for over fifty years and that during that period of time it had 
never lost a pig from cholera or any other contagious disease; and that 
these representations are true. 

“The amended answer further avers that since the Ist day of January, 
1918, the petitioner voluntarily and permanently discontinued all repre- 
sentations as to reduced or special rates and admits that it advertised 
that two of petitioner’s breed of hogs weighed 2,806 pounds, but denies 
that such representations were so made as to mislead a prospective pur- 
chaser, and that if they were ever so used as to be in the present tense 
such advertising had been voluntarily discontinued many years ago. 

“Upon the issue so joined the Federal Trade Commission made sepa- 
rate findings of fact and made and entered a modified order that the 
respondent, its officers, directors, agents, and employees cease and desist 
from representing, in interstate commerce, to the public, by circulars, 
pamphlets, catalogues, trade journals, periodicals, newspapers, or other- 
wise: 


“(1) That the so-called Ohio Improved Chesters, or O. I. C’ 
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Famous O. I. C.’s, are a breed of hogs separate and distinct from the 
Chester White breed of hogs. 

“(2) That it has no Chester White pigs, when in fact it has Chester 
White pigs, though called by it O. I. C. pigs; or that it has Chester White 
pigs and O. I. C. pigs as if the latter were a different and more valuable 
breed, when in fact they are one and the same breed; or that it has no 
Chester White pigs with which to fill orders for Chester White pigs, at 
its quoted prices or otherwise, when in fact it has Chester White pigs, 
though called by it O. I. C. pigs; or that it has discontinued to breed 
Chester White pigs, when in fact it is continuing to breed them, though 
designated by it O. I. C. pigs. 

“(3) That the so-called O. I. C. pigs, as a breed, or otherwise, are not 
liable to cholera, foot and mouth disease, tuberculosis, and other conta- 
gious diseases; that there has been no cholera, foot and mouth disease, 
tuberculosis, nor other contagious diseases in respondent’s locality; that 
the O. I. C. pigs possess a power to resist disease in a degree unknown to 
other breeds; that in localities where contagious diseases have swept off 
the dark and black hogs the O. I. C.’s were unaffected; from in any way 
representing to the public that the O. I. C. pigs are more resistant to dis 
ease than are other breeds of hogs. 

“(4) That in the shipment of livestock the respondent enjoys or has 
enjoyed, either or both, from express companies rates of transportation 
lower than the rates granted to other shippers of livestock by the said 
express companies. 

“(5) That two of its hogs weigh 2,806 pounds; that such hogs are 
in existence; that their progeny is for sale by the respondent.” 


John G. White, of Cleveland, Ohio (White, Cannon & Spieth, 
of Cleveland, Ohio, on the brief), for petitioner. 


Charles Melvin Neff and W. H. Fuller, both of Washington, 
D. C., for respondent. 


Before KNaprpeN, Denison, and Donanve, Circuit Judges. 


(Denison, C. J., dissenting in part.) 

Donanve, Circuit Judge (after stating the facts as above): 
The petitioner is a corporation and the successor in business of 
the partnership of L. B. Silver & Son, which partnership was the 
immediate successor in business of L. B. Silver, who for many years 
was a successful breeder of cattle, horses, and hogs. In 1863, in 
Ohio, L. B. Silver undertook to improve the Chester White hog 
that had originated in Pennsylvania. 

[t is claimed by the petitioner that L. B. Silver, in his initial 
efforts to improve the Chester White hogs, crossed that stock with 
a mammoth or large white English hog. This, however, is dis- 


puted. Silver is dead. There was at that time no herd book for 
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either the O. I. C. or the Chester White hogs, and for that reason 
this disputed question is not susceptible of direct proof, but must 
rest on tradition only. But this tradition finds some support not 
only in the testimony of witnesses to whom L. B. Silver made this 
statement, but also in a pamphlet written and distributed by him 
in 1870, in which appears the following statement: 

“In-and-in breeding is recommended by some, but our observation goes 


to show that it should not be practiced to any great extent, as its tendency 
is to weaken the constitution of the future animal.” 


The claim that he crossed the Chester White stock with a 
mammoth or large white English hog is entirely consistent with 
this advice to other breeders contained in this pamphlet, entitled 
“Hints to Stock Breeders.” However that may be, the Commis- 
sion found that from the very beginning of L. B. Silver’s business, 
and down to the present time, the respondent and its predecessor 
in business never used boars of any breed other than the pure 
Chester White, and for the purposes of this case that finding of 
fact by the Commission will be accepted as final and conclusive. 

Regardless, however, of whether L. B. Silver originally crossed 
this stock with a mammoth or large white English hog, there is 
no conflict in the evidence that by careful selection and systematic 
mating he did accomplish a substantial improvement in the original 
stock and that the result of his efforts was a valuable contribution 
to progress in swine breeding. 

In 1870, L. B. Silver issued the pamphlet, “Hints to Stock 
Breeders,” to which reference has heretofore been made. In this 
pamphlet he made public and definite claim that the hogs bred by 
him were a distinct breed from the Chester White, which he had 
named Ohio improved Chester White breed, now known as the 
Ohio Improved Chester or O. I. C. It further appears from the 
evidence that L. B. Silver, his successors in business, including 
this petitioner and many other O. I. C. breeders for a half century 
prior to the filing of this complaint, have openly, notoriously, and 
persistently made the claim that the Ohio Improved Chesters are 
a separate and distinct breed of hogs from the Chester White and 
no action was taken by any one interested therein to challenge the 
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truth of this claim until 1916, and again in 1918, when complaints 
were made to the postal authorities. Each of these complaints 
failed in the accomplishment of its purpose. 

While these claims, no matter how long made, cannot change 
the facts, nevertheless they are of importance in determining the 
question of unfair methods of competition in this respect. 

It further appears from the evidence that other breeders, 
either inspired by Silver’s success, or acting upon their own initia- 
tive, have developed what is known as the “Modern Chester White,” 
which is also a decided improvement over the foundation stock. 
While it is conceded that the present O. I. C. hog is superior to and 
has many marked characteristics with power to transmit the same, 
that distinguishes it from the Chester White as it existed in Penn- 
sylvania and New York in 1863, nevertheless it is insisted that the 
comparison should now be made between the Modern Chester 
White instead of with the original stock. The further claim is 
made that the O. I. C. hog has no characteristics that distinguishes 
it from the Modern Chester White. Upon this question there is 
a serious conflict in the evidence. 

There is also a sharp and irreconcilable conflict in the expert 
opinion evidence touching the question as to what constitutes a 
distinct and separate breed, but, disregarding the claim of the peti- 
tioner that L. B. Silver crossed Chester Whites with a mammoth 
or large white English hog, there is practically no substantial con- 
Hict in the evidence tending to establish the facts from which these 
breeders and experts reach different conclusions. One group of 
experts and breeders are of the opinion that there cannot be a dis- 
tinct breed originated where the blood line goes back to the old 
foundation stock; that, while different strains or types may be 
developed in this way, it is, nevertheless, the same breed. An- 
other group of breeders and experts are of the opinion that a dis- 
tinct breed may be originated through selection and in-and-in breed- 
ing. Each of the individual members of these groups that have 
testified in this case or whose books on livestock breeding have been 


admitted in evidence, though differing in opinion based on the 
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same state of facts, appears to be entirely honest, sincere, and 
equally firm in the belief that his conclusion is the right one. 

The situation presented by this conflict of opinion among ex- 
perts and breeders is fully discussed and its effect determined by 
the Supreme Court in the case of American School of Magnetic 
Healing v. McAnnulty, 187 U. S. 94, 28 Sup. Ct. 38, 47 L. Ed. 90. 
In Bruce v. U. S., 202 Fed. 98, 120 C. C. A. 870, the Court of 
Appeals held that it was error for the trial court to refuse to charge 
that “* * * if the jury found that whether the substance was 
remedial in character when exhibited as part of the treatment of 
morphinism was merely a matter of opinion among medical men, 
defendants must be acquitted’’ of the charge of using the mails 
for fraudulent purposes. It was also held by this court in the case 
of Harrison v. U. S., 200 Fed. 662, 665, 119 C. C. A. 78, 81, that 
a scheme to defraud “cannot be found in any mere expression of 
honest opinion.” 

As heretofore stated, in the early years of Mr. Silver’s activi- 
ties as a breeder of swine there was no herd book for either the 
Chester White or the Ohio Improved Chester White. When a herd 
book known as the “National Chester White Swine Record” was 
established, Mr. Silver recorded his hogs in its book, but at the 
same time insisted that his doing so should not be regarded as a 
surrender of his claim to a distinct breed. Later, when “The In- 
ternational Ohio Improved Chester Breeders’ Association” was 
organized, Mr. Silver recorded his hogs in its book. In 1897, after 
this organization ceased to function, an organization known as the 
O. I. C. Swine Breeders was formed and established a herd book, 
in which was eligible to registry only swine that could trace its 
origin to the L. B. Silver herd. At the time this complaint was 
filed there were registered in this herd book about 950,000 hogs, 
tracing their ancestry to the Silver herd, and but 90,000 hogs reg- 
istered in the herd books of the three Chester White associations. 
There is also evidence tending to prove that there are about 20,000 
O. I. C. breeders, all of whom claim and advertise that it is a 
separate and distinct breed. 

It further appears from the evidence that the O. I. C. hogs 
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were classed as a separate breed of hogs, by many stock journals 
and publications of like nature, including scientific books on stock 
breeding. While it is true that some of these editors and authors 
relied upon the claims and representations made by Silver and his 
successors, yet others made independent investigation of the facts 
upon which they based their conclusions. 

There is also substantial evidence in this record tending to 
prove that there is no sharp distinction between the term “breed”’ 
ind “strain” as used by geneticists, and that these terms are used 
indiscriminately by a great many breeders, so that in so far as 
affects the disposition of this case, it is not of controlling importance 
whether the one group of experts are correct in their opinion that 
the O. I. C.’s are but a strain of the Chester White or the other 
group are correct in the opinion that it is a distinct and separate 
breed. 

Aside from these considerations, it is apparent from the evi- 
dence in this case that this controversy does not vitally concern the 
general purchasing public. On the contrary, it is a controversy 
largely between rival breeders of hogs, or more particularly be- 
tween rival hog breeders’ associations having and maintaining herd 
books. If the O. I. C. hogs were inferior to the Chester Whites 
ind not of their breed and the petitioner advertised them as Ches- 
ter Whites, such practice would, no doubt, constitute unfair com- 
petition as against Chester White breeders; but it is admitted that 
not only are the O. I. C. hogs superior to the Chester White hogs 
of 1868, but that they are the equal of the Modern Chester Whites. 
That being true, it necessarily follows that neither the general 
public as consumers nor the small part of the public engaged in 
the breeding of swine and particularly in the breeding of O. I. C. 
and Chester White swine can be misled to their prejudice by this 
claim of the petitioner, nor induced thereby to purchase a hog 
inferior to the Modern Chester White. Whether the O. I. C. should 
or should not be classed or designated as a different and distinct 
breed, and whether they are or are not superior to the Modern 
Chester Whites, is a question that each breeder will decide for 


himself, and he will not change his individual opinion upon this 
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subject no matter what this court or scientific experts on breeding 
may determine to be technically essential to the origination of a 
new and distinct breed. There is evidence in this record tending 
to prove that breeders pay little or no attention to scholastic ex- 
perts, who are designated by them as “book men” dependent upon 
breeders having actual experience, for the data upon which they 
base their conclusions. 

For the purpose of this case it may be conceded that the con- 
clusion reached by the Federal Trade Commission from the facts 
found by it that the O. I. C. and Chester White hogs are one and the 
same breed is a finding of fact within the meaning of Section 5 of 
the Federal Trade Commission Act, and, as such, equally conclusive 
as other findings of fact made by that Commission. But, in view 
of the fact that there is a substantial conflict of opinion upon this 
subject, as evidenced by the testimony not only of scientific men, 
but also by the testimony of practical and experienced breeders 
of swine, it does not necessarily follow from this finding that the 
assertion of an honest opinion upon this subject either by way of 
advertisement, or otherwise, by any one breeder or any number of 
breeders, constitutes unfair methods of competition where the facts 
upon which such opinion is based are generally known to that part 
of the public concerned in the controversy, even if it should appear 
from a scientific standpoint that such opinion is not technically 
correct. 

The statute does not define the term “unfair methods of com- 
petition,” therefore the question is one for the ultimate determina- 
tion of the courts, as are the phrases “unsound mind,” “undue 
influence,” “unfair use,” “due process of law,” found in many other 
statutes. Federal Trade Commission v. Gratz, 258 U. S. 421, 427, 
10 Sup. Ct. 572, 64 L. Ed. 993 [10 T. M. Rep. 295]; Sears, Roe- 
buck & Co. v. Federal Trade Commission, 258 Fed. 307, 311, 169 
C. C. A. 823, 6 A. L. R. 358 [9 T. M. Rep. 399]. In determining 
the meaning of “unfair methods of competition” within the meaning 
of the Federal Trade Commission Act, a court must give due con- 
sideration to the public policy declared in the Sherman Act (Comp. 
St. § 8820 et seq.), Federal Trade Commission v. Beech-Nut Pack- 
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ing Co., 257 U. S. 441, 458, 42 Sup. Ct. 150, 66 L. Ed. 307, 19 
\. L. R. 882, and cases there cited. 

In the case of the Federal Trade Commission v. Winsted 

Hosiery Co., 258 U. S. ——, 42 Sup. Ct. 384, 66 L. Ed. — 
12 T. M. Rep. 131], decided by the Supreme Court, April 24, 
1922, the Winsted Hosiery Company placed upon the cartons in 
which its underwear was sold the brands or labels, “Natural 
Merino,” “Gray Wool,” “Natural Wool,” ‘Natural Worsted,” or 
‘Australian Wool,” but none of this underwear was all wool, and 
much of it contained as little as 10 per cent. 

The Supreme Court held that these brands and labels are 
literally false and all except the label “Merino” palpably so; that 
ill are calculated to deceive, and do in fact deceive a substantial 
portion of the purchasing public, and therefore the proceeding to 
stop the practice was in the interest of the public. The court fur- 
ther found that the practice of using these brands and labels also 
constituted an unfair method of competition as against manufac 
turers of all wool and knit underwear and as against those manu- 
facturers of mixed wool and cotton underwear who brand their 
products truthfully. 

Section 5 of the Federal Trade Commission Act authorizes the 
filing of a complaint when such proceedings would be to the interest 
of the public. Whether the Federal Trade Commission has juris- 
diction to determine complaints as to unfair methods of competition 
where the general public, the ultimate consumer, is not misled, de 
ceived. or prejudiced thereby, but involves only a controversy be 
tween dealers and breeders, is a question unnecessary to decide 
in this case. 

The claim that the O. I. C. hog is a separate and distinct 
breed from the Chester White is neither palpably nor literally false, 
as were the brands and labels used by the Winsted Hosiery Com- 
pany. On the contrary, the truth of this claim finds equal support 
in the testimony of expert and experienced breeders, as does the 
claim that it is false and unwarranted by the facts. Nor does the 
claim tend to lessen competition or create monopoly in violation 
of the Anti-Trust Act. On the contrary, it places the O. I. C. hog 
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subject no matter what this court or scientific experts on breeding 
may determine to be technically essential to the origination of a 
new and distinct breed. There is evidence in this record tending 
to prove that breeders pay little or no attention to scholastic ex- 
perts, who are designated by them as “book men” dependent upon 
breeders having actual experience, for the data upon which they 
base their conclusions. 

For the purpose of this case it may be conceded that the con- 
clusion reached by the Federal Trade Commission from the facts 
found by it that the O. I. C. and Chester White hogs are one and the 
same breed is a finding of fact within the meaning of Section 5 of 
the Federal Trade Commission Act, and, as such, equally conclusive 
as other findings of fact made by that Commission. But, in view 
of the fact that there is a substantial conflict of opinion upon this 
subject, as evidenced by the testimony not only of scientific men, 
but also by the testimony of practical and experienced breeders 
of swine, it does not necessarily follow from this finding that the 
assertion of an honest opinion upon this subject either by way of 
advertisement, or otherwise, by any one breeder or any number of 
breeders, constitutes unfair methods of competition where the facts 
upon which such opinion is based are generally known to that part 
of the public concerned in the controversy, even if it should appear 
from a scientific standpoint that such opinion is not technically 
correct. 

The statute does not define the term “unfair methods of com- 
petition,” therefore the question is one for the ultimate determina- 
tion of the courts, as are the phrases “unsound mind,” “undue 
influence,” “unfair use,” “due process of law,” found in many other 
statutes. Federal Trade Commission v. Gratz, 253 U. S. 421, 427, 
10 Sup. Ct. 572, 64 L. Ed. 993 [10 T. M. Rep. 295]; Sears, Roe- 
buck & Co. v. Federal Trade Commission, 258 Fed. 807, 311, 169 
C. C. A. 823, 6 A. L. R. 358 [9 T. M. Rep. 399]. In determining 
the meaning of “unfair methods of competition” within the meaning 


of the Federal Trade Commission Act, a court must give due con- 
sideration to the public policy declared in the Sherman Act (Comp. 
St. § 8820 et seqg.). Federal Trade Commission v. Beech-Nut Pack- 
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ing Co., 257 U. S. 441, 458, 42 Sup. Ct. 150, 66 L. Ed. 807, 19 
A. L. R. 882, and cases there cited. 

In the case of the Federal Trade Commission v. Winsted 

Hosiery Co., 258 U. S. ——, 42 Sup. Ct. 384, 66 L. Ed. —— 

12 T. M. Rep. 131], decided by the Supreme Court, April 24, 

1922, the Winsted Hosiery Company placed upon the cartons in 
which its underwear was sold the brands or labels, “Natural 
Merino,’ “Gray Wool,’ “Natural Wool,” “Natural Worsted,” or 
“Australian Wool,” but none of this underwear was all wool, and 
much of it contained as little as 10 per cent. 

The Supreme Court held that these brands and labels are 
literally false and all except the label “Merino” palpably so; that 
ill are calculated to deceive, and do in fact deceive a substantial 
portion of the purchasing public, and therefore the proceeding to 
stop the practice was in the interest of the public. The court fur- 
ther found that the practice of using these brands and labels also 
constituted an unfair method of competition as against manufac- 
turers of all wool and knit underwear and as against those manu- 
facturers of mixed wool and cotton underwear who brand their 
products truthfully. 

Section 5 of the Federal Trade Commission Act authorizes the 
filing of a complaint when such proceedings would be to the interest 
of the public. Whether the Federal Trade Commission has juris- 
diction to determine complaints as to unfair methods of competition 
where the general public, the ultimate consumer, is not misled, de 
ceived, or prejudiced thereby, but involves only a controversy be- 
tween dealers and breeders, is a question unnecessary to decide 
in this case. 

The claim that the O. I. C. hog is a separate and distinct 
breed from the Chester White is neither palpably nor literally false, 
as were the brands and labels used by the Winsted Hosiery Com- 
pany. On the contrary, the truth of this claim finds equal support 
in the testimony of expert and experienced breeders, as does the 
claim that it is false and unwarranted by the facts. Nor does the 
claim tend to lessen competition or create monopoly in violation 
of the Anti-Trust Act. On the contrary, it places the O. I. C. hog 
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in direct competition with the Chester White, while, if the O. I. C. 
are required to be advertised and marketed as Chester Whites, the 
tendency of such requirement would be to destroy competition and 
create a monopoly in the breeding and marketing of Chester Whites. 

For the reasons above stated, a majority of this court is of the 
opinion that the petitioner is not guilty of unfair methods of com- 
petition by advertising the O. I. C. hog as a separate and distinct 
breed of hogs from the Chester White so long as it does not include 
in its advertisements the claim found to be untrue by the Federal 
Trade Commission that the foundation stock of the O. I. C. was 
crossed by a “Mammoth” or large white English hog. 

Paragraph 2 of the order to cease and desist, as it now reads, 
is inconsistent with paragraph 1 as above modified. In the opinion 
of a majority of this court, paragraph 2 should be changed to read 
as follows: 

“That it has Chester White pigs for sale at a less price than O. I. C. 
pigs or at any other price, if it in fact has no Chester White pigs, as 
distinguished by it from O. I. C. pigs, for sale at quoted prices or other- 
wise. 

There is substantial evidence in this record to sustain the 
findings of facts upon which paragraphs 8 and 4 of the modified 
order to cease and desist are predicated, and these paragraphs are 
approved. 

Paragraph 5 is based solely upon paragraph 7 of the com- 
plaint. That paragraph charges in substance that respondent ad- 
vertised that two O. I. C. hogs weighed 2,806 pounds, in such a 
way as to mislead a prospective purchaser to believe these hogs 
were then, or recently had been, in existence, whereas said repre- 
sentations refer to hogs which are alleged to have existed in the 
vear 1868. There is no charge in the complaint that respondent 
advertised that it had for sale the progeny of these hogs. It fol- 
lows that the allegations of this complaint do not support this 
paragraph. In view of the undisputed evidence that this claim 
was made in advertising as early as 1883, that its truth is not chal- 


lenged by complaint or evidence, that excessive weight hogs are 


not desirable or used for breeding purposes, that some years before 
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the filing of this complaint, when respondent's attention was called 
to the fact that its advertisement read, “Two hogs weigh 2,806 
pounds,” it at once changed this to read “Two hogs weighed 2,806 
pounds,’ and it has continued so to read ever since, it would not 
appear that this would involve public interest or constitute unfair 
methods of competition. In any event, the evidence tending to 
prove that the respondent had in good faith abandoned this form 
of advertising long prior to the filing of this complaint, is not dis- 
puted by oral evidence or by circumstances. In the opinion of a 
majority of the court, the fifth paragraph of the modified order to 
cease and desist should be vacated. 

It is unnecessary to discuss in detail the other questions pre- 
sented by the petition to review in reference to hearsay evidence, 
leading questions, the admission of opinion testimony as to the 
ultimate fact to be decided by the Commission, and other similar 
questions of a more or less technical nature. It is sufficient to say 
that from the whole record it does not appear that the substantial 
rights of the petitioner have been prejudiced in any way by these 
alleged errors. 

The first and second paragraphs of the order to cease and de- 
sist made and entered by the Federal Trade Commission will be 
modified to the extent hereinbefore stated and, as so modified, ap- 
proved. Paragraphs 3 and 4 are approved as written without 
change or modification thereof. Paragraph 5 is vacated.’ 

‘ Nore—Judge Dension’s dissenting opinion, although an illuminating 


review and exposition of the Federal Trade Commission Act and the intent 
of Congress in enacting it, is too lengthy to justify quoting here.—Eb. 
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L. B. Sirver Co. v. Feperat TrRApE Commission 
(292 Fed. Rep. 752) 


United States Circuit Court of Appeals, Siath Circuit 


October 16, 1923 










Trape-Marks aNnpd Trape-Names—Unrain CompetirioN—JUvRISDICTION 01 

Crrcvuir Court or Appears, ON Petrrion to Ser Astpe Ferperar 

Trape Commission’s Orper, ORIGINAL. 

Jurisdiction of the Circuit Court of Appeals, on petition to set 
aside an order of the Federal Trade Commission, is original and not 
appellate, even though the facts may have been so found as to be 
beyond controversy, and its decree should be on the lines adopted 
by courts of equity generally in hearing suits for injunction. 

Trape-Marxs anp ‘TRaApE-NamMes—Unram Competirion—No 

Un tess Derenpant Continves UNtawrut Acts. 

An injunction will not be granted by the Circuit Court of Appeals 
on application by the Federal Trade Commission, where the defendant 
is not continuing or threatening unlawful acts, since the Commission 


ordered it to desist, and there is no reason to apprehend renewal of 
such acts. 


INJUNCTION 


In equity. On motion to recall mandate. Motion denied. 
For former opinion, see page 1, ante. 


Per Curiam. In due time after the filing of the opinion 
herein, a mandate was sent to the Commission, in the usual form 
of mandates which go to district courts. We directed a modifica- 
tion of the Commission’s order in certain respects, and in other 
respects affirmed it. The Commission now asks that this mandate 
be recalled, and that this court enter its decree enjoining the Silver 
Company from further continuing those practices as to which we 
had affirmed the Commission’s order. The ground of this appli- 
cation is that there must be an order of this court before there can 
be any enforcement of the Commission’s order through punishment 
for violation; that if the application in this matter had been by 
the Commission for enforcement, instead of by the Silver Company 
for vacation, the court would have entered such an injunction order ; 
and that, to avoid unnecessary forms and proceedings, such an order 
should likewise be entered when a petition for vacation is denied. 
It is said that this practice was pursued by the Circuit Court of 
Appeals of the Second Circuit in the Beech-Nut Case, when the 
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court entered its decree, pursuant to the mandate from the Supreme 
Court (257 U. S. 441, 42 S. Ct. 150, 66 L. Ed. 307, 19 A. L. R. 
ss2 [10 T. M. Rep. 151, 317]) sustaining the Commission’s 


order in the essential particulars, but modifying it somewhat. 





















It does not necessarily follow that the court should take the 
same action upon a petition by a respondent to set aside the Com- 
mission’s order as upon a petition of the Commission to enforce; 
but, even if not, it would have been entirely proper for the Com- 





mission to couple with its answer in this case a cross-petition asking 
enforcement, and thus to present the question with all formality; 
and, if it were necessary, we would be inclined to permit, now, an 
amendment of the pleadings for that purpose. 

Upon its merits, the question of the form which our order 
should take depends upon whether our jurisdiction is appellate or 


original. If the former, under our established practice we would 





affirm or reverse and remand, and in either case the judgment or 
decree to be enforced would continue to be that of the court below. 
If the latter, we would naturally enter our own decree, fixing the 
rights of the parties and in such form that it would be enforceable 
by us. 

We are satisfied that our jurisdiction in matters of this class 
is original, even though the facts may have been so found as to be 
beyond controversy. The questions of law involved are presented 
to us for the first time to any court, and the jurisdiction is no more 
appellate than is the jurisdiction of the district courts to vacate 


orders of the Interstate Commerce Commission. Hence it would 














seem that our decrees should be upon the lines adopted by courts 
of equity generally in hearing suits for injunction. 

It is the general practice in such cases that if the defendant 
is continuing or threatening unlawful acts there will be an injune- 
tion; but if whatever was unlawful ceased long before the bill 
was filed, and as soon as it was brought to the attention of the 
defendant by complaint, and there is no reason to apprehend its 


renewal, the bill will be dismissed without prejudice. In the pres- 






ent case it is not claimed that any act which was found by this court 





to be unlawful was, after the Commission’s order to desist, by the 
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Silver Company so continued that there would have been any basis 
for a proceeding by the Commission to enforce its order, excepting 
only as the Silver Company continued to claim that the O. I. C. 
breed was traceable back to a “Mammoth White.” This, in the 
opinion of a majority of the court, was a relatively trifling incident, 
pertaining to the substantial claim that the O. I. C. was a separate 
breed. As to this substantial claim, we have held that the Silver 
Company should not be enjoined. The situation, then, is that, as 
to the only substantial respect in which the Silver Company ever 
disobeyed the Commission’s order, and as to which its enforcement 
could have been asked by the Commission, it has turned out that 
the Silver Company was substantially right, while as to the other 
matters of importance involved the practices complained of were 
discontinued long before the Commission’s order, and there is no 
reason to apprehend a renewal. Hence the majority of us think 
that the situation does not call for any injunction. 

In the Beech-Nut Case, it is to be assumed that the Beech-Nut 
Company continued to follow the practices finally forbidden (and 
at first approved by the Circuit Court of Appeals) until the Su- 
preme Court’s decree. There was, therefore, basis for petition by 
the Commission to have its order enforced, and satisfactory reason 
for such a decree as would have been entered on such a petition. 

The customary form of mandate which was used in this case 
is not completely appropriate to these views; but, as it takes prac- 
tical effect here, the form is not prejudicial, and there is no sufh- 
cient occasion to change it. 


The motion to recall is denied. 
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Wisconsin Wuite Lity Burter Co. v. SaFer 
(195 N. W. Rep. 700) 


Supreme Court of Wisconsin 
November 13, 1923 


[RADE-MaRKS AND Trape-Names—Unrarr Competirion—Trave-Mark Der- 

FINED. 

A trade-mark is a symbol or device associated with a business 
in such a way as to indicate origin and quality of articles sold there 
under in good faith. 

Trape-Marks anp Trape-Names—Uwnram Competirion—Deceptive Use or 

Name IpeENTIFYING One Business 1N ANOTHER RESTRAINABLE. 

The public has an interest in a trade-name to the extent that the 
courts will not tolerate a fraud upon the public by allowing a name 
to be used in connection with another business, or upon different 
articles or inferior articles from those with which it was first asso- 
ciated or adopted. 

Trapve-Marks AND ‘Trape-NAMES—Uwnrair Competirion—Trape-Mark 

How TRANSFERABLE. 

A trade-name can be sold only in connection with the business to 
which it is attached; and where a trade-mark was used on wrappers 
of print butter for many years, and was registered in the Patent Office, 
a milk-producing association could not secure any right therein by 
adoption. 

Trape-Marks AND Trapve-Names—Unrarr Comperirion—Rveie as 10 

ADOPTION OF ABANDONED TRADE-Mark Straten. 

A trade-mark may be abandoned and in such case may be adopted 
by another who appropriates and uses it in good faith, but may not 
be adopted so long as it is lawfully used by another in his business, 
to the knowledge of the person seeking to adopt it. 


In equity. Action for trade-mark infringement. Judgment 


of dismissal, and plaintiff appeals. Reversed with directions. 


Rubin, Wurster & Rouiller, of Milwaukee, Wis. (W. B. Rubin, 
of counsel), for appellant. 


Bohmrich & Gabel, of Milwaukee, Wis., for respondent. 


Crownuart, J.: It appears to be undisputed that one John E. 
Boettscher and his father before him used the trade-mark “White 
Lily Brand” for wrappers on print butter sold by them to the 
trade in Milwaukee and elsewhere in 1895, and that they continued 
to use such trade-mark up until the year 1913, when they abandoned 
it and went out of business. Thereupon S. Leshin adopted said 


trade-mark in good faith, and used the same for wrappers on print 
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butter sold to the trade in Milwaukee, continuously from 1913 
until March 18, 1922. At that time Mr. Leshin sold his butter 
business, together with the good-will thereof and all his interest in 
said trade-mark to the plaintiff corporation, of which he became 
president, and the plaintiff corporation continued the business and 
the use of said trade-mark in the business to which it succeeded 
Mr. Leshin. It also appears without dispute that in May, 1917, 
Mr. Leshin had such trade-mark duly registered in the Patent 
Office of the United States government. During the time he was 
in the butter business Leshin purchased and sold a substantially 
high-test, uniform grade of butter of similar flavor, color, and salt 
content, and thereby built up a large and satisfactory trade in his 
butter under such trade-mark. The plaintiff, after succeeding to 
such business, continued satisfactorily to supply the former cus- 
tomers of Mr. Leshin with the White Lily Brand of butter. 

The defendant attempts to trace his title to the trade-mark 
through various parties, to wit: George H. Barber used the label 
“White Lily Creamery Brand” for many years, beginning in 1903 
or 1904. In 1911 he sold one of his creameries to a man by the 
name of Malone, but he did not sell the good-will in his butter 
business or sell the trade-mark or the right to use it to Malone; 
on the contrary, he continued in the butter business and continued 
to use his trade-mark until the year 1915, when he sold out his 
business to one Groth and abandoned the trade-mark. Malone 
used the trade-mark in connection with his creamery, which he pur- 
chased from Barber, more or less, until 1916, when he sold his 
business to the Milwaukee Milk Producers’ Association, who con- 
tinued to use the trade-mark up to February 1, 1922, at which time 
the company went out of the butter business. At that time the 
company had on hand some 24,000 labels bearing such trade-mark, 
which it sold to the defendant, Safer, with the permission that he 
might use the same in his business of selling butter. Safer there- 
upon used said labels until they were exhausted, when he and Mr. 
Rice, the manager of the Milwaukee Milk Producers’ Association. 
had some arrangement, by which Rice prepared a printer’s copy, 


for Safer to continue the use of the trade-mark by having Safer’s 
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name and address put on the labels instead of that of the Milwaukee 
Milk Producers’ Association, and Safer was to pay for the use of 
the name in case the Milwaukee Milk Producers’ Association could 
establish its right to sell the same. 

It is also undisputed that the defendant, Safer, through his 
son and others, solicited the customers of the plaintiff in Milwaukee, 
represented that he was the owner of the trade-mark “White Lily 
Brand,” and had the sole right to use it; that he sold inferior butter 
at a lower price than the plaintiff sold his butter, and thereby he 
secured some of the trade from customers of the plaintiff. It 
further appears that neither the plaintiff nor Mr. Leshin knew of 
the use of the trade-mark by Barber, Malone, or the Milwaukee 
Milk Producers’ Association. It likewise appears that neither 
Barber nor Malone knew of the use of the label by Mr. Leshin. 
Neither did the Milwaukee Milk Producers’ Association know of 
such use by Leshin when it commenced the use thereof, but it did 
know of such use at the time it entered into the arrangement with 
the defendant, Safer. It is upon the foregoing undisputed facts 
that the court must determine the law in this case. 

A trade-mark in the law is a symbol or device associated with 
the business in such a way as to indicate origin and quality of 
articles sold thereunder in good faith, and when so used for a 
sufficient length of time that the public associates such trade-mark 
with the article purchased from the user of it, such user has a 
valuable right therein, and will be protected in such right. Hop- 
kins, Trade-Marks, pp. 72, 78. The public have an interest in the 
trade-name to the extent that the courts will not tolerate a fraud 
upon the public by allowing a name to be used in connection with 
another business, or upon different articles or inferior articles from 
those with which it was first associated or adopted. Avenarius v. 
Kornely, 189 Wis. 247, 121 N. W. 336. A trade-mark cannot be 
sold or assigned independent of the business to which it is attached. 
It cannot be assigned or its use licensed except as incidental to the 
transfer of the business or property in connection with which it 
has been used. Rodseth v. Northwestern Marble Works, 129 Minn. 
172. 152 N. W. 885, Ann. Cas. 1917A, 257 [5 T. M. Rep. 280]; 
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Detroit Creamery Co. v. Velvet Brand Ice Cream Co., 187 Mich. 
312, 158 N. W. 664, 28 Am. & Eng. Enc. Law (2d Ed.) 405, 38 
Cyc. 684 [5 T. M. Rep. 353]; Mayer Fertilizer § Junk Co. v. 
Virginia-Carolina Chemical Co., 835 App. D. C. 425. A trade-mark 
may be abandoned, and in such a case the abandoned trade-mark 
may be adopted by another who appropriates and uses the same in 
good faith. 38 Cyc. 879; Brower v. Boulton (C. C.) 53 Fed. 389; 
Hopkins, T'rade-Marks, p. 70. But a trade-mark may not be adopted 
so long as the same is lawfully used by another in his business to 
the knowledge of the person seeking to adopt it. O’Rourke v. Cen- 
tral City Soap Co. (C. C.) 26 Fed. 576; Metcalf v. Hanover Star 
Milling Co., 204 Fed. 211, 122 C. C. A. 483 [3 T. M. Rep. 269]. 

Applying these well-established principles of law to the instant 
case, it will be seen that Barber had no right to the trade-mark 
in question, for, at the time he started to use it, Boettscher was the 
owner and user thereof; that Malone did not secure any license, 
privilege, or use of the trade-mark in question from Barber, and, 
not having any such right, he could not transfer, and did not trans- 
fer, any such right to the Milwaukee Milk Producers’ Association. 
The Milwaukee Milk Producers’ Association could not secure any 
such right by adoption because the trade-mark was already in use 
in good faith by Leshin long prior to its use by the Milwaukee 
Milk Producers’ Association, and, even if it had any title or right 
in said trade-mark, it could not license the defendant, Safer, to 
use the same independent from the business of the Milwaukee Milk 
Producers’ Association. It is plain that Safer obtained no right 
to the trade-mark through any license or assignment by the Mil- 
waukee Milk Producers’ Association. 

This court holds that the plaintiff is the lawful owner of the 
trade-mark in question, with the exclusive right to use the same in 
the Milwaukee market. The circuit court should have granted the 
prayer of the plaintiff, and enjoined the defendant from the use 
of such trade-mark. 

The judgment of the circuit court is reversed, with directions 
to issue an injunction restraining the defendant Safer from using 
the trade-mark “White Lily Brand Butter” or “White Lily Cream- 
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ery Brand Butter” in connection with the sale of butter in the city 
of Milwaukee and vicinity. 


CarTER, ET AL. Vv. Carter Exectric Co. 


Carter Exectric Co. v. CARTER, ET AL. 
(119 S. E. Rep. 737) 


Supreme Court of Georgia 
September 7, 1923 


Rieut To Use Own Name—Trape-NaMEs. 
In the absence of contract, fraud, or estoppel, every man has the 
right to use his own name in any legitimate way, either as the whole 

or as a part of the corporate name. 

An ordinary family name such as Carter cannot be exclusively 
appropriated by any one as against others having the right to use it. 

Trape-Marxks anp Trape-Names—Unrair CoMPETITION—CONFUSION FROM 

Sim1Lariry oF Names not Grounp For INJUNCTION. 

Every man has the right to use his own name reasonably and 
honestly in every way, whether in a firm or corporation, nor is a per- 
son obliged to abandon the use of his name or to unreasonably restrict 
it; and, where persons or corporations have a right to use a name, 
the courts will not interfere where the confusion results only from 
a similarity of the names, and not from the manner of the use. 

Trape-Marxks anv Trape-Names—Uwnrair Competition—Use or Own Svr- 

NAME—Nor EnsornaBLE WHEN Usep Fairty—Reversat. 

It not being alleged that the defendants, who are petitioning for 
a charter in which the name of one of the petitioners is used to des- 
ignate the corporation are using the name “Carter” dishonestly, or 
that they are resorting to unfair methods, or that they have wrong- 
fully encroached on another’s rights, or are committing a fraud on 
the public, and there being no evidence introduced showing any one 
of these facts, the court erred in granting a temporary injunction; 
“for, as a rule, a surname may not become a trade-mark.” Zagier v. 
Zagier, 167 N. C. 616, 83 S. E. 913 [5 T. M. Rep. 63]. 


In equity. Action for an injunction against alleged unfair 
competition. Judgment for plaintiff, defendants bring error, and 
plaintiff files a cross-bill of exceptions. Reversed on main bill of 
exceptions, and affirmed on cross-bill. 


Davis §& Grant, of Atlanta, Ga., for plaintiffs in error. 
Wm. A. Fuller, of Atlanta, Ga., for defendant in error. 
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Russexi, C. J.: Carter Electric Company, a corporation, filed 
an equitable petition asking that W. B. Carter and S. E. Carter be 
temporarily and permanently enjoined from prosecuting an appli- 
cation to obtain a charter under the name of W. B. Carter Electric 
Company, and from organizing and doing business under that name, 
and from infringing upon the name of petitioner, alleging that the 
use of the proposed name would deceive the public as to the identity 
of the proposed corporation, and would, by reason of similarity 
of names, mislead and deceive the general public, especially those 
in the habit of dealing with petitioner, when as a matter of fact 
they would be dealing with said proposed corporation. The peti- 
tioner further alleged that in this way its business patronage and 
good-will would be taken away from it by said proposed corpora- 
tion, and that the damages which the petitioner would incur can- 
not be calculated, and said damage would be irreparable. No acts 
of unfair competition were complained of, and the petitioner did 
not ask that the defendant be enjoined from doing anything except 
using the name of W. B. Carter Electric Company. The petition 
does not allege that the defendant has resorted to any artifice, or 
any act of fraud or deception, and does not allege that any mis- 
representation has been made. The only act complained of by the 
petitioner is that the defendants were preparing to organize a cor- 
poration under the name of W. B. Carter Electric Company, and 
to conduct a general electrical business, which is the same busi- 
ness that petitioner is engaged in. It is not alleged that the de- 
fendants, now plaintiffs in error, are new in the electrical business. 
The court granted an interlocutory injunction as follows: 
“The application for interlocutory injunction coming on for hearing, 
after hearing evidence and argument of counsel, it is considered, ordered, 
and adjudged that the defendants be, and they are hereby, enjoined from 
prosecuting their petition for a charter for W. B. Carter Electric Com- 
pany, and from organizing and doing business under said name, until the 
verdict of a jury upon final trial. Let the plaintiff give bond within two 
days, payable to the defendants, and approved by the clerk of this court, 
in the sum of $2,000, conditioned for the payment to the defendants of 


such damages as they may sustain, in the event the plaintiff fails to secure 
the injunction and relief prayed for.” 


To this judgment and order the defendants, W. B. Carter and 
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S. E. Carter, excepted, assigning error thereon upon the ground 
that the same was contrary to law and equity, and contrary to the 
evidence, and without evidence to support it. 

The evidence offered by the petitioner consisted of an affidavit 
of L. L. Shivers, president of the plaintiff corporation, an affidavit 
of Frank S. McGaughey, vice-president of plaintiff corporation, 
and the petition and order granting to the plaintiff a charter and 
an amendment thereto. The defendants offered no evidence. They 
insist that they are honestly and fairly using their own name in 
their own business, and that they have the right to so use their own 
name, and that the plaintiff (defendant in error) has no monopoly 
upon the name “Carter” and no exclusive right to the electrical 
business. 

The question now before this court is a matter of very fre- 
quent adjudication, and various phases of the question have been 
passed upon. As appears from the foregoing statement of facts, 
Carter Electric Company, a corporation engaged in the business of 
dealing in electrical supplies and electrical construction, a duly 
chartered corporation, which has been engaged in business for many 
years in the city of Atlanta, and which succeeded from a small 
beginning in creating a business amounting to more than $1,000,000 
a year, filed the petition in this case to enjoin W. B. Carter and 
S. E. Carter from obtaining a charter to do a similar business under 
the name and style of W. B. Carter Electric Company. The trial 
judge granted a temporary restraining order, and later an inter- 
locutory injunction forbidding W. B. Carter and S. E. Carter from 
prosecuting their application for incorporation until a jury could 
pass upon the facts. Upon the interlocutory hearing the only 
evidence introduced by the petitioner was to the effect: 

“That the corporation, Carter Electric Company, which had originally 
done business as the W. E. Carter Electric Company, had conducted ‘an 
active business in buying, selling, and dealing in electrical equipment, 
supplies, apparatus, etc., doing the business usually conducted by a whole- 
sale and retail electric company, this business extending over several 
states, and employing over 40 persons; that it has a large amount of 
capital invested in its business; that the gross annual business is in excess 


of $1,000,000; that it is thoroughly established, and is well known not only 
in its community, but throughout the Southern States, both under the name 
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under which it was organized and conducted the business, to wit, W. E. 
Carter Electric Company, and the name under which it has been doing 
business since 1915 of Carter Electric Company; that a large part of 
its trade was built up when it was conducted under the name of W. E. 
Carter Electric Company, and that it is still known to many people under 
that name, notwithstanding the change in its name by amendment to its 


charter.’ ” 

There is no allegation in the petition for injunction that the 
defendants W. B. Carter and S. E. Carter, or either of them, have 
done any act or intended to do any act which of itself would wrong- 
fully interfere with the petitioner’s business. Nor is there any 
allegation that the petitioners for incorporation intend to sell their 
goods as goods manufactured by or handled by the petitioner, Car- 
ter Electric Company. For this reason the questions presented by 
the record are reduced to these: First, can the defendants who are 
named Carter use their own name or the name of either of them 
in conducting their own business under their own name because 
it appears to be the same business in which a corporation which 
uses the same surname is now and has for many years been engaged? 
Second, are the names so similar as to be identical? Third, con- 
ceding that an individual may use his own name for any legitimate 
purpose which may be of profit to him, does such use extend to 
corporations? Or, to put the question more closely to the facts 
in the record, does the right of the use of his individual name go 
to such an extent that he may use his individual name for the 
purpose of designating a corporation in which he is interested, 
regardless of the fact that a part of the corporate name which he 
seeks to use has already been subjected to a prior use by another 
corporation engaged in the same business? 

It seems to have been long settled that an individual is en- 
titled to the use of his own name in any business in which he may 
wish to engage. In the case of Burgess v. Burgess, 3 De Gex, 
M. & G. 896, 43 English Reprint (Chancery Book 23) 351, Lord 


Justice Bruce said: 


“All the Queen’s subjects have a right, if they will, to manufacture 
and sell pickles and sauces, and not the less that their fathers have done 
so before them. All the Queen’s subjects have a right to sell these articles 
in their own names, and not the less so that they bear the same names as 
their fathers; nor is there anything else that this defendant has done in 
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question before us. He follows the same trade as that his father follows, 
and has long followed, namely, that of manufacturer and seller of pickles, 
preserves, and sauces; among them one called ‘Essence of Anchovies.’ 
He carries on business under his own name, and sells his essence of 
anchovies as ‘Burgess’s Essence of Anchovies,’ which in truth it is. If 
any circumstances of fraud, now material, had accompanied and were 
continuing to accompany the case, it would stand very differently; but 
the whole case lies in what I have stated. The whole ground of com- 
plaint is the great similarity to the name, which, during many years, has 
been possessed by the elder Mr. Burgess’s Essence of Anchovies. That 
does not give him such an exclusive right, such a monopoly, such a privi- 
lege, as to prevent any man from making essence of anchovies, and selling 
it under his own name. Without, therefore, questioning any one of the 
authorities cited, all of which I assume to have been correctly decided, 
I think that there is here no case for an injunction.” 


And the headnote of the Burgess Case is that, where a person 
is selling an article in his own name, fraud must be shown to con- 
stitute a case for restraining him from so doing on the ground that 


the name is one in which another has long been selling a similar 
article. 

In the case of Turton v. Turton, L. L. 42, Ch. Div. 128, de- 
cided in 1889, in dealing with the case of Turton v. Turton, in 
which the plaintiffs did business under the name of Thomas Turton 
& Sons, but were generally known as Turton & Sons, and John 
Turton, who had taken his sons in business with him, was sought to 
be restrained because of the similarity of surnames, the one business 
being known as Thomas Turton & Sons and the other as John 
Turton & Sons, Lord Esher said: 


“Now it is not alleged—certainly is not proved against him—that he 
did anything in the way of his trade which tended to give any other 
meaning to the name in which he carried on his business, or which could 
give any other meaning to it, than merely the fact that he did carry on 
business, and was in partnership with his sons. He had not done anything 
with the intent or for the purpose of making the use of his simple name 
look as if it were the name of the plaintiffs. In some cases, besides using 
the name, parties have, to use what I think is a happy phrase of my 
Brother Cotton’s, garnished that use—that is, they have done things be- 
sides using the name, in order that the use of the name might look as 
if it were being used by the old firm. There is nothing of that kind here. 
The defendants have carried on a business, a great part of which is the 
same as the plaintiff’s, but they have carried it on as John Turton & Sons, 
the name of the principal being John Turton, and it being true that he 
has taken his sons in as partners; he has done nothing but that. This 
is all he proposed to do, and, as has been pointed out by Mr. Rigby, 
although at one time there seems to have been an allegation that he was 
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doing something more than that in order to make people believe that 
the manufactory was the manufactory of the plaintiff’s, that allegation 
is withdrawn, and therefore it is clear that there is no charge that he 
has done anything but simply use it as his business name, and simply car- 
ried on his business with a statement that he is carrying on his business 
himself as John Turton and with his sons as partners, which is the accu- 
rate and exact truth. 

“Therefore the first question of law in the case is this: Supposing 
that, and that only, is done by the defendant, but nevertheless some peo- 
ple, or if you please, many people, in the market do from time to time 
give orders intending them for the plaintiff’s firm, which, on account of 
the similarity in names, go to the defendant’s firm, are the plaintiffs 
entitled to an injunction? If there had been anything more than the 
mere use of the name by the defendant in the way I have stated, that there 
might have been a necessity for an injunction, I think, cannot be denied. 
Here are two firms, Thomas Turton & Sons and John Turton & Sons. 
Well, careless people may not notice the difference of Christian names, 
and may look more to the words ‘Turton & Sons,’ which are the same in 
both. That might be so. Therefore, for this purpose, I assume that the 
names are sufficiently alike to cause those blunders in trade; but they are 
blunders of the people who make the blunders. Has the defendant done 
anything to so far cause those blunders, even though he did not intend 
it, which entitles the court to stop him from doing what he is doing? He 
is simply stating that he is carrying on business with his two sons as 
partners. I say that is the accurate and exact truth of what he is doing. 
I will assume for the moment that it is pointed out to him that, he doing 
that, blunders will occur in the business, and that the results which are 
complained of will happen. Is there anything dishonest, is there anything 
wrong morally, in any, even in the strictest sense, in a man using his own 
name, or stating that he is carrying on business exactly as he is carrying 
it on? Is there anything wrong in his continuing to do so because people 
make blunders, and even, if you please, because they make probable 
blunders? What is there wrong in what he is doing? 

“Now it is said that the plaintiffs have a trade-name and a property 
in their name. I doubt about the property, though they have this right: 
That no man shall wrongfully interfere with their name. But they have 
no right to say that a man may not rightfully use his own name. I 
cannot conceive that the law is such. If the law was such, the law would 
be most extraordinary and, to my mind, most unjust, to prevent a man 
using his own name; and I must say this: That all the arguments that 
have been used in this case would have been equally applicable if there 
had nothing been said about sons, and if one man were carrying on busi- 
ness as Thomas Turton under the circumstances in which Thomas Turton 
& Sons were carrying on their business, and another man named John 
Turton were to come and carry on his own business simply in his own 
name. Therefore the proposition goes to this length: That, if one man 
is in business, and has so carried on his business that his name has become 
a value in the market, another man must not use his own name. If that 
other man comes and carries on business, he must discard his own name 
and take a false name. The proposition seems to me so monstrous that 
the statement of it carries its own refutation. Therefore, upon principle, 
I should say it is perfectly clear that, if all that a man does is to carry 
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on the same business, and to state how he is carrying it on, that state- 
ment being the simple truth, and he does nothing more with regard to 
the respective names, he is doing no wrong. He is doing what he has 
in absolute right by the law of England to do, and you cannot restrain 
a man from doing that which he has an absolute right by the law of 
England to do.” 


The Supreme Court of the United States has in many cases 
recognized and stated the law to be that, where the only confusion 
in the minds of the public results from the similarity in names, 
injunction will not be granted. That court holds that there must 
be something beyond the mere similarity in names. In the case of 
Howe Scale Co. v. Wyckoff, 198 U. S. 118, 25 Sup. Ct. 609, 49 
[.. Ed. 972, Mr. Chief Justice Fuller, delivering the opinion of the 
court, it was held that— 


“Every man has a right to use his name reasonably and honestly in 
every way, whether in a firm or corporation; nor is a person obliged to 
abandon the use of his name or to unreasonably restrict it. It is not the 
use, but dishonesty in the use, of the name that is condemned. * * * 
One corporation cannot restrain another from using in its corporate title 
a name to which others have a common right. Where persons or corpora- 
tions have a right to use a name, courts will not interfere where the only 
confusion results from a similarity of names and not from the manner 
of the use. The essence of the wrong in unfair competition consists in 
the sale of the goods of one person for that of another; and if defendant 
is not attempting to palm off its goods as those of complainant the action 
fails. * * * But it is well settled that a personal name cannot be exclu- 
sively appropriated by any one as against others having a right to use 
it; and as the name ‘Remington’ is an ordinary family surname, it was 
manifestly incapable of exclusive appropriation as a valid trade-mark, 
and its registration as such could not in itself give it validity. Brown 
Chemical Company v. Meyer, 139 U. S. 540; Singer Manufacturing Com- 
pany v. June Manufacturing Company, 163 U. S. 169; Elgin National 
Watch Company v. Illinois Watch Case Company, 179 U. S. 665. 

“The general rule and the restrictions upon it are thus stated in 
Brown Chemical Company v. Meyer, supra. There plaintiff had adopted 
as a trade-mark for its medicine the words ‘Brown’s Iron Bitters,’ and 
the defendants used upon their medicine the words ‘Brown’s Iron Tonic.’ 
This court, after commenting upon the descriptive character of the words 
‘Iron Tonic, and confirming the defendants’ right to the use of these, 
said: ‘It is hardly necessary to say that an ordinary surname cannot be 
appropriated as a trade-mark by any one person as against others of the 
same name, who are using it for a legitimate purpose; although cases 
are not wanting of injunctions to restrain the use even of one’s own name 
where a fraud upon another is manifestly intended, or where he has 
assigned or parted with his right to use it.’ And, after citing numerous 
authorities, Mr. Justice Brown, delivering the opinion, continued: ‘These 
cases obviously apply only where the defendant adds to his own name 
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imitation of the plaintiff's labels, boxes or packages, and thereby induces 
the public to believe that his goods are those of the plaintiff. A man’s 
name is his own property, and he has the same right to its use and en- 
joyment as he has to that of any other species of property. If such use 
be a reasonable, honest and fair exercise of such right, he is no more 
liable for the incidental damage he may do a rival in trade than he would 
be for an injury to his neighbor’s property by the smoke issuing from his 
chimney, or for the fall of his neighbor’s house by reason of necessary 
excavations upon his own lands. These and similar instances are cases 
of damnum absque injuria,’ 

“In Singer Mfg. Co. v. June Mfg. Co., 163 U. S. 169, the rule is thus 
laid down by Mr. Justice White: ‘Although “every one has the absolute 
right to use his own name honestly in his own business, even though he 
may thereby incidentally interfere with and injure the business of another 
having the same name, in such case the inconvenience or loss to which 
those having a common right are subjected is damnum absque injuria. 
But although he may thus use his name he cannot resort to any artifice, 
or do any act calculated to mislead the public as to the identity of the 
business firm or establishment, or of the article produced by them, and 
thus produce injury to the other beyond that which results from the 
similarity of names.”’” 


The defendants in error filed a cross-bill of exceptions, assign- 
ing error upon the order of the court ruling out portions of the 


evidence of Frank S. McGaughey and L. S. Shivers. The evidence 
of both witnesses was substantially the same and as follows 


“Deponent further believes that the use of the name W. B. Carter 
Electric Company is calculated to deceive the public as to the identity 
of the proposed company, and would mislead and deceive the general 
public, especially those in the habit of dealing with the W. E. Carter 
Electric Company and the Carter Electric Company, and lead them to 
believe that they were doing business with the Carter Electric Company, 
when, as a matter of fact, they would be dealing with said W. B. Carter 
Electric Company. Deponent further believes that if the company to 
be known as the W. B. Carter Electric Company is organized it will cause 
endless confusion, and take away the good-will and business of deponent’s 
company, and that the damage which would be done to Carter Electric 
Company cannot be calculated, and would be irreparable.” 


We think that this evidence was properly excluded by the 
court, upon the objection based on the ground that the same was 
an expression of an opinion and a mere conclusion. It is insisted 
by counsel for plaintiff in error that these witnesses were familiar 
with the details and development of the business of Carter Electric 
Company, and, by reason of their knowledge and experience in 
the business, they were probably in a better position than any other 
person whosoever to testify as to the probable effects which the 
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organization of a competing company would have upon the business 
of the corporation, and to testify as to the deception to the public 
and confusion in their own business which would result. This state- 
ment and view of the matter is probably true, but it cannot affect 
the legal principle upon which was based the objection which was 
sustained by the court. These witnesses cannot be classified as 
experts within the purview of Section 5876 of the Civil Code of 
1910, as to the testimony sought to be elicited, because the scope 
of the testimony extended to matters of “science, skill, trade, or 
like questions,” but the testimony was confined to the opinion of 
the witnesses as to one specified and named business, to wit, an 
opinion as to that business not detailed. We think that the ruling 
of the trial judge was properly controlled by Section 5874 of the 
Civil Code of 1910, which declares that— 

“Where the question under examination, and to be decided by the jury 
is one of opinion, any witness may swear to his opinion or belief, giving 
his reasons therefor; but if the issue is as to the existence of a fact, the 
opinions of witnesses, generally, are inadmissible.” 

The issue presented to the court in this case is as to the ex- 
istence of facts, and for that reason we think that the lower court 
properly held that the mere opinionative statements of the wit- 
nesses were inadmissible. The probable injury could only be meas- 
ured by damages; and it has been frequently held that it is error 
to allow the opinion of witnesses as to the amount of damages, it 
being the province of the witness merely to state the facts, and the 
province of the jury to reach conclusions. Welch v. Stipe, 95 Ga. 
762, 22 S. E. 670; Foote § Davies Co. v. Malony, 115 Ga. 985, 
412 S. E. 418; McCrary v. Pritchard, 119 Ga. 876, 47 S. E. 34. 


de 


As said by Judge Atkinson in Welch v. Stipe, supra: 


“A bare opinion of a non-expert witness, without detailing the circum- 
stances and facts upon which it is predicated, if permitted to go to the 
jury, would amount virtually to a substitution of the opinion of the witness 
for the opinion of the jury; and it is the mental conclusions of the latter, 
and not of the former, which are invoked by courts to assist them in arriv- 
ing at correct conclusions with respect to matters of fact which they are 
called upon to consider. Before the opinion of a non-expert witness can 
be considered, it must appear not only that the witness had the opportunity 
of learning the facts upon which the opinion is predicated, but it must 
appear that the opinion was in fact based upon the facts and circumstances 
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so ascertained, and not upon bare conjecture; and, in addition to this, it 
must appear that the witness, in the expression of the opinion, speaks with 
reference to the facts upon which it is predicated. Hence, whatever 
opinion a non-expert witness might be willing to express, such opinion 
cannot be received unless it appears that it is based upon some knowledge 
of the matter out of which the mental conclusion of the witness arose, 


and that in the deliverance of the opinion he speaks with reference to such 
knowledge as the basis of its formation.” 


Judgment reversed on the main bill of exceptions, and affrmed 
on the cross-bill. 


All the Justices concur. 





DECISIONS OF THE COMMISSIONER OF PATENTS 


Conflicting Marks 







FenninG, A. C.: On appeal, the decision of the Examiner 
was affirmed, holding that the mark “Vapo-fume” was too close 


to the registered mark “Vaporub” to justify registration.’ 





Kinnan, F. A. C.: 


In an opposition proceeding it was held 
that the mark “‘Pencoil,’’ applied to lubricating oils, was not so sim- 








ilar to “Pinnacle,” used on similar goods, as to cause confusion. 
“Pinnacle” has a well-defined meaning, wholly different from the 
artificial word “Pencoil,” and, apart from the initial syllables, are 
unlike in appearance, sound or spelling. See J. J. Bartlett Co. 
v. Arbuckle Bros. (307 O. G. 235 [13 T. M. Rep. 22]), where 
“Drinksum” and “Havesome’’ were held not to be confusingly 
similar.” 







Evidence in Interference 





Kinnan, F. A. C.: 







In an interference proceeding, regarding 
the right to register a mark consisting of the representation of a 


peacock for similar goods, the Nyol Co., appellant, was junior in 






‘Vick Chemical Co. v. 
1923. 

*The Texas Co. v. 
April 23, 1923. 





Richard V. Shelor, 143 Ms. Dec. 29, March 31, 





Pennsylvania Petroleum Co., 143 Ms. Dec. 159, 
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date of filing, but claimed use prior to that of The Paris Toilet 
Co., but furnished no proof, whereupon judgment was rendered 
against it. 

Appellant contends that the judgment be set aside for three 
reasons: (1) That its date of prior use is as well proven as that 
of appellee. (2) That the rule of procedure followed in patent 
interference should not be used in trade-mark interferences. (3) 
That the mark is not registrable to the appellee on the ground of 
the registration of an analogous mark to another. It was held, 
however, (1) that applicant’s original affidavit could not be con- 
sidered proof, (2) that, if an applicant furnishes no evidence as 
to adoption or use, judgment is necessarily rendered against him, 
ind (3) that the allegation that some third party is entitled to the 
marks is not sufficient to prevent judgment in such proceedings as 


that at issue. The decision of the Examiner was affirmed.’ 


Laches 


Fennine, A. C.: An opposition to the registration of a mark 
consisting of the picture of the head of an Indian, with the words 
“The Brave Man,” as applied to work shirts, on the ground of the 
use of a mark consisting of the head of an Indian, with the words 
“Indian Head,” used on cotton textile fabrics or piece-goods con- 
sisting of bleached and unbleached sheetings, shirtings, flannels 
and suitings, was dismissed on a showing that no confusion had 
become evident during eight years of concurrent use; also for the 
reason that opposer had, during that period, taken no steps to 
prevent the use of the alleged infringing mark. (Distinguished 
from B. B. & R. Knight, Inc. v. W. L. Milner Co., 288 Fed. Rep. 
816 [11 T. M. Rep. 8]; Garner Print Works & Bleachery v. 
Rogge Bros. & Co. |4 T. M. Rep. 43]; Wamsutta Mills v. Allen, 
12 Phila. 583; Omega Co. v. Wechsler, 71 N. Y. Suppl. 983.)* 


Nyol Co. v. The Paris Toilet Co., 142 Ms. Dec. 279. 
‘Nashua Mfg. Co. v. Cohen-Fein Co., 142 M. D. 466, March 13, 1923. 
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Non-descriptive Marks 


Fennina, A. C.: The applicant sought registration of the 
word “Ezemade”’ as a trade-mark for salad dressing, powder and 
cake-icing powder, it appearing that the powders could be con- 
verted into salad dressing or cake-icing by merely adding water. 
The opposition was rejected by the Examiner on the ground that 
it was descriptive, citing Ex parte, Durkee § Co., 117 M. D. 310 
[5 T. M. Rep. 460]. 

The mark was held to be suggestive only, and not descriptive. 
Its registration was allowed, since it would take from the public 
domain no words or expressions usually employed to describe such 
goods.” 


Part of Corporate Name 


FenninG, A. C.: On appeal from the decision of the Exam- 
iner dismissing an opposition by the registrant of the word “In- 
land” above a fist with the index finger projecting up into the 
letter “A” and surrounded by the representation of a piston ring, 
to the registration of the word “Inland” for auto tires, it was held 
that the goods wére not of the same descriptive properties. To 
the contention that applicant’s mark was merely the name of op- 


poser corporation, it appeared that the latter was incorporated as 


Inland Machine Works when applicant adopted its mark. Later 
applicant changed its name to Stark-Inland Machine Works, but 
this change did not make applicant’s mark more registrable than 
before. (Citing Asbestone Co. v. Carey Mfg. Co., 200 O. G. 857 
[4 T. M. Rep. 161]; Simplex Heating Co. v. Ramey Co., 243 
O. G. 793 [7 T. M. Rep. 266]; Willys-Overland Co. v. Akron Tire 
Co., 268 Fed. Rep. 151 [11 T. M. Rep. 5].)® 


Petition 


FenninG, A. C.: On petition for rehearing to reconsider, 


°Ex parte, The Mills Bros. Company, 142 M. D. 32, October 27, 1922. 


*Stark-Inland Machine Works v. Inland Rubber Co., 143 Ms. Dec. 10, 
March 27, 1923. 
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the former conclusion was adhered to, namely, that, inasmuch as 
the word “National” was written in a distinctive manner, it was 
registrable. (Beckwith v. Com. of Pat., 1920 C. D. 471, 274 O. G. 
613, 252 U. S. 588 [10 T. M. Rep. 255].)’ 


Kinnan, F. A. C.: Petition to overrule requirement of the 
Examiner of a supplemental pleading, in addition to motion for 
taking testimony, granted in decision of June 21, 1923. While 
this is at variance with strict equity practice, yet, since the motion 
sets forth all the allegations sought to be established by the addi- 
tion of testimony and the names of witnesses to be examined, the 
motion, to save time, should be construed as equivalent to a plead- 


ing granted.*® 


Kinnan, F. A. C.: Petition to revive. After the filing of 
application, and the party in charge went into the service, no one 
took any interest in the matter for nearly five years. The delay 
not being shown to have been unavoidable, the petition is denied, 
without prejudice to its renewal on a further showing, if renewal 


is promptly filed.’ 


FenninG, A. C.: On petition for a review of the action of 
the Examiner in dissolving the interferences, held that no appeal 
lies from a decision of this kind and there was no error such as 
to warrant the exercise of the supervisory authority of the Com- 
missioner. A request for an oral hearing was refused, as it was 
not the practice to give hearings on petitions of the nature here 


presented.'° 


Fennina, A. C.: Petition for cancellation. Where applicant 


had not complied with the last clause of Rule 57 the usual proce- 


National Cigar Stands Co. yv. Frishninth Bro. & Co., Inc., 143 Ms. 
Dec. 28, March 31, 1923. 


‘Malone v. Hay, 143 Ms. Dec. 488, July 26, 1923. 
Ex parte, Lummis and Company, 143 Ms. Dec. 91, April 9, 1923. 


“Sinclair Mfg. Corp. v. The Kent-Spore Piston Co., 143 Ms. Dec. 4, 
March 26, 1923. 
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dure was followed. Nevertheless, notice was sent to the registrant 


and to its successors, as requested by applicant.”’ 


Fennine, A. C.. Rehearing denied. The addition of ‘“‘a star 
and the letter K”’ to opposer’s mark was merely a rebus for “Stark,” 
and was not deceptive since it was associated with matter covered 
by the registration; nor did opposer lose its right of priority by 


merely changing its name by adding a single word to it.’* 


Where the firm applying for registration had been dissolved 
and the petitioner joined a new firm, a petition to revive the ap- 
plication was denied on authority of Ea parte, Certain Cure, 147 
iy. 43. 79a 


Prints 


FennineG, A. C.: An application to register a print containing 
the words “Old and Modern Silver, Sheffield Plate, Old and Mod- 
ern Glass, Garnitures and Fine Porcelains,’ refused because it 
did not identify any particular goods, but did identify a line of 
goods. 

Held, on appeal, that the goods listed by applicant are articles 
of manufacture and so registrable under the statute of 1874. There 
was no ground for holding that the print must relate to a specific 
individual article. (Ea parte, Ruppert, 1906 C. D. 142, 141 O. G. 


9207 jit 


20Zi.) 


Rehearing 


Fennine, A. C.: The applicant requested reconsideration of 
the decision rendered on October 25, 1921, on the ground that the 


trade-mark includes a peculiar design. The conclusion previously 


Duffy-Mott Co., Inc. v. Reed, Wash & Lange, 143 Ms. Dec. 83, April 
6, 1923. 

“Stark-Inland Machine Works v. Inland Rubber Co., 143 Ms. Dec. 
59, April 10, 1923. 

SEx parte, Rosenberg & Davis, 142 M. D. 429, March 1, 1923. 

“Ex parte, A. Schmidt & Son, 142 M. D. 406, February 21, 1923. 
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reached was adhered to, in view of Nairn Linoleum v. Ringwalt 
Linoleum Works, 287 O. G. 919, 46 App. D. C. 64 [7 T. M. Rep. 


216], and a rehearing was denied.’° 


FenninG, A. C.: Rehearing denied. The addition of “a 
star and the letter K’’ to opposer’s mark was merely a rebus for 
Stark and was not deceptive since it was associated with matter 
covered by the registration; nor did opposer lose its right of pri- 


ority by merely changing its name by adding a single word to it.'® 


MANUSCRIPT DECISIONS OF THE COMMISSIONER OF 
PATENTS 


Rendered during December, 1923 


Color 


Kinnan, Ff. A. C.: Held that the American Lead Pencil Com- 
pany, of New York City, was not entitled to register as a trade- 
mark for pencils a red and white pencil cap eraser, the usual white 
rubber cap being made red as to the upper half which engages the 
surface in erasing. 

The ground of this decision is that the mark is not distinctive 
of the applicant’s goods and would not be recognized as indicating 
origin or ownership and, therefore, does not constitute a valid 
trade-mark. 

In his decision the Commissioner, after referring to a number 
of eases in which so-called “color” trade-marks had been regis- 
tered, said: 

“None of these cases are conclusive or very helpful as to the instant 
case. The colored bands on the metal of a pencil, the two dots, one red 


and one white, on surgical instruments, the numbers on the packages of 
greases and oils, and on packages of paints, are purely fanciful and 

“Ex parte, National Life Preserver Company, 142 M. D. 46, October 
28, 1922. 


Stark-Inland Machine Works vy. Inland Rubber Co., 143 M. D. 59, 
April 10, 1923. 





34 FOURTEEN TRADE-MARK REPORTER 


arbitrary, having no purpose or function or reason for their presence, 
save to mark and distinguish the goods. The red rubber eraser on a 
pencil has been used for many years as is a matter of common knowledge, 
because red rubber makes a good kind of erasing material. Even long 
prior to this, white rubber eraser caps were used on lead pencils. 
7 . * * * + * * * 

It would seem that to make the erasing part of the cap of the efficient 
red rubber would be a natural thing to do and the trade, on seeing such 
a cap, would not be led to believe the coloring had any purpose other 
than the functional one.” 

Kinnan, F. A. C.: It was held that applicant was not entitled 
to register, as a trade-mark for sectional pipe covering, a mark 
consisting of a colored band, preferably of paper, placed on the 
inside wall and at one end of a section of cylindrical pipe covering, 
no particular color being specified. 

The ground of this decision is that such a band does not con- 
stitute, independently of the particular color used, a valid trade- 
mark. 

In his decision, after referring to the Leschen cases, involving 
wire rope trade-marks (142 Fed. Rep. 289, 218 Fed. Rep. 787, 
201 U. S. 166), in the last of which the Supreme Court of the 
United States had held a trade-mark for wire rope invalid because 
it did not specify any form or particular color and had said “if 
the trade-mark were restricted to a strand of this color, perhaps 
it might be sustained,” the First Assistant Commissioner said: 

“Applying the doctrine of these cases to the instant application, I am 


satisfied that appellant is not entitled to the registration of his alleged 
mark without a limitation as to specified color.” 


Conflicting Marks 


Kinnan, F. A. C.: In an opposition proceeding, it was held 


that the applicant was entitled to register the word “Speedboy,” 


as a trade-mark for motor trucks, notwithstanding the prior use 
by the opposer of the words “Speed Wagon,” as applied to such 
goods and the registration by it of these words under the Act of 
March 19, 1920. 


‘Ex parte, American Lead Pencil Company, December 10, 1923. 
*Ex parte, Johns-Manville, Inc., December 10, 1923. 
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The term “Speed Wagon” is descriptive as applied to trucks, 
the two marks resemble each other only in the use of the descriptive 
word “Speed,” and the words “Boy” and “Wagon” have no sim- 
ilarity as to sound, appearance or meaning. 

In his decision, the Commissioner pointed out that the opposer 
had sought to register the term “Speed Wagon” under the Act 
of February 20, 1905, and, after refusal of such registration, had 
registered it under the Act of 1920; that the testimony showed 
that it had used this term since 1919, had spent large sums in 
establishing the name and reputation of the truck, had sold large 
numbers thereof, and had endeavored, with some degree of success, 
to prevent others from using these words; that testimony was also 
presented to show that the term had acquired a secondary meaning 
and was recognized in the trade as indicating opposer’s product; 
and that opposer urged that it was entitled to prevent any rival 
from using the word “speed” at all with reference to the designa- 


tion of motor trucks. He then said: 


“It is believed to be plain the opposer’s mark is descriptive and means 
just what opposer’s witness, Triphagen, testified it means—a ‘speedy 
truck, the truck that will deliver goods faster.’ Opposer is clearly not 
entitled to prevent others from stating that trucks are speedy trucks or 
calling them speedy trucks. These are ordinary terms used in their or- 
dinary descriptive sense to indicate this quality or character of the vehi- 
cles. Opposer’s argument, therefore, that he is entitled to exclude others 
from such use of the word ‘speed’ is entirely without merit. It is not 
thought that the law contemplates that an applicant for registration of 
a trade-mark who is denied registration under the Act of February 20, 
1905, because descriptive, can obtain registration for the same mark under 
the one-year clause of Section 1 (b) of the Act of March 19, 1920, and 
secure the same legal rights as to the descriptive mark he would have 
obtained by registration under the earlier act. The marks of the applicant 
and the opposer resemble each other only in the common descriptive word 
‘speed,’ to which neither party is entitled to exclusive use. The other 
words of the marks—‘wagon’ and ‘boy’—have no similarity in sound, 
appearance, significance or meaning and do not conflict in any sense. 

* 7 * * + 7 7. 7 

“It is believed the opposer would not be damaged by the registration 

of the applicant’s mark, or if there is damage it is damnum absque injuria.” 


‘Reo Mortor Car Co. v. Traffic Motor Corp., December 4, 1923. 





FOURTEEN TRADE-MARK REPORTER 
Descriptive Term 


Rosertson, C.: In a trade-mark opposition it was held that 
the applicant was not entitled to register, as a trade-mark for an 
alcohol preparation for massaging, a mark, the prominent part of 
which is the word “Al-Kol.” 

The ground of this decision is that “Al-Kol’ is merely the 
phonetic spelling of the foreign word “alcol” or “alcool,” meaning 
aleohol, and that, therefore, its registration as a trade-mark is 
prohibited by statute, since it is merely descriptive. 


In his decision the Commissioner said: 


“The word ‘Al-Kol’ in ordinary conversation so closely resembles the 
sound not only of the foreign words alcol, alcool, alkool, but also of the 
English word alcohol, as not to be readily distinguishable therefrom. 
Furthermore, the word is identical with the word ‘alkol’ in Roland’s Latin 
Lexicon (opposer’s Exhibit 1). It is true that this is an ancient book, 
however that word has been retained in variant forms in different lan- 
guages for the American term alcohol. 

“The word ‘Al-Kol’ is merely the phonetic spelling of the word alcol 
or alcool, meaning alcohol. In fact, Webster’s New International Dic- 
tionary, 1922 Edition, gives alkol as the phonetic spelling of the word 
alcool. 

“It is well established that merely spelling a descriptive word pho- 
netically does not overcome the objection of descriptiveness. This prin- 
ciple is universally followed by the Patent Office. 

“It is, therefore, held that the word ‘Al-Kol’ is descriptive of the 
goods to which the mark is applied and, therefore, unregistrable.* 


Evidence of Use 


FenNING, A. C.: It was held, in an interference proceeding, 
that testimony that the mark was adopted by Theo Weiss and Co., 
Inc., early in 1912, was not sufficient to show that it had adopted 
and used the mark prior to January, 1912, the time which the 
testimony offered by Stuart, Keith and Co., Inc., showed clearly 


that it had begun the use of the mark. 


In his decision, after pointing out that the testimony of 


Stuart, Keith and Co., Inc., showed by record evidence sales in 


‘U. S. Industrial Alcohol Co. v. American Druggists’ Syndicate, De- 
cember 31, 1923. 
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January, February and March, 1912, the Assistant Commissioner 


said: 


“The president of Theo Weiss and Co., Inc., testifies at length, as 
do the employees and printers. The best that can be deduced from their 
records is that they began the use of the mark ‘early in 1912.’ There is 
no documentary evidence of sale prior to the latter part of 1913. This is 
accounted for by loss of books during 1912. But even if they are given 
a 1912 date, the indefinite statements made cannot be taken as proof of 
sales as early as January, 1912. 

“The first proven use is with Stuart, Keith and Co., Inc.’” 


Fanciful Device 


Kinnan, F. A. C.: Held that applicant was entitled to register 
as a trade-mark for knitted and textile garments, including union- 


suits, shirts, vests and pants, etc., the representation of a union- 
suit in the position which it would occupy when being worn by a 
person who was in the act of walking briskly, with long strides 
and a swinging of the arms, the representation being headless and 
footless. 

Registration had been refused by the Examiner on the ground 
that the mark is descriptive of the goods, but the Commissioner 
held that it is not, and that the fanciful suggestion of the mark 
is greater than any suggestion of use. 

In the decision he said: 


“It is not believed that the mark belongs to that class which are 
merely devices which are descriptive of the goods. The average purchaser 
would not, in my judgment, be impressed with the idea, on seeing the 
mark, that the unionsuit was made of any particular material or would 
even fit in any especially good way. 

“The representation being without any portions of the human body, 
there is only a suggestion, and even that would seem to be secondary, 
that the suit would fit especially well. The representation is somewhat 
unusual and suggests an animated garment, or one having inherent life. 
It is thought the fanciful suggestion of the mark is greater than any 
suggestion of use. It is certain there would be no suggestion of use 
were the mark applied to the various other garments than unionsuits 
referred to in the application. It is believed appellant should not be de- 
nied registration.” 


‘Stuart, Keith & Co., Inc. v. Theo Weiss and Co., Inc., December 18, 
1923. 


*Ex parte, Wright’s Underwear Co., Inc., December 31, 1923. 





FOURTEEN TRADE-MARK REPORTER 


Goods of Different Descriptive Properties 

Kinnan, F. A. C.: It was held that the applicant was entitled 
to register the words “Maple Grove” as a trade-mark for maple 
cream, maple syrup, maple sugar, sauce for ice cream and maple 
honey, notwithstanding the prior registration of the J. S. Bell 
Confectionery Co. of a mark consisting of a picture of a maple 
grove, for chocolate confectionery, but that it was not entitled to 
register this mark for maple sugar in cakes. 

The ground of this decision is that chocolate confectionery 
and the goods named in the application, other than maple sugar 
in cakes, are not of the same descriptive properties. 

In his decision, the Commissioner said: 

“The generally recognized rule that different species of goods are of 
the same class is applied when a dealer would readily palm off on the 
purchasing public goods of one make or origin for those of another (Wolf 
§ Sons v. Lord & Taylor, 202 O. G. 632, 41 App. D. C. 514 [4 T. M. Rep. 
219]). Two classes of goods may have the same descriptive properties 
when the general and essential characteristics of the goods are the same, 
where they may be used for substantially the same purpose (Johnson 
Educator Food Company v. Sylvanus Smith & Co., Inc., 175 O. G. 268, 
37 App. D. C. 107 [1 T. M. Rep. 124]),” 
and after referring to the case of Beich Company v. Kellogg 
Toasted Corn Flakes Company, 271 O. G. 371, 49 App. D. C. 186 
[10 T. M. Rep. 90], in which breakfast foods and candy were 
held to possess different general and essential characteristics, and 
Borden’s Condensed Milk Company v. Eagle Manufacturing Com- 
pany, 247 O. G. 245, 47 App. D. C. 191 [8 T. M. Rep. 28], in 
which ice cream cones and dairy products were held not to come 
into competition with each other, said: 


“Applying the line of reasoning laid down in the above adjudicated 
cases, it is believed that, with the exception of maple sugar in cakes, the 
goods upon which applicant applies its mark do not possess descriptive 
properties similar to those upon which the registrant has applied its mark. 
It is true chocolate confectionery includes chocolate cream for coating on 
cakes and also includes other forms of chocolate, such as cakes, caramels, 
and chocolate mints, but it is believed no purchaser, unless inexcusably 
careless, would mistake applicant’s class of goods for those of the regis- 
trant or would presume that both classes were produced by the same 
manufacturer. It is believed, however, that applicant should restrict the 
maple sugar, upon which he applies his mark, to maple sugar in bulk.’” 


‘Ex parte, Maple Grove Candies, Inc., December 6, 1923. 
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